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RESPONSE under 37 C,F,R. § 1-1 16 
U.S. Appln. No. 09/750,386 

Claims 1-27 are all the claims pending in the present application and all claims stand 
rejected. Reconsideration and allowance of all pendixig claims are req;»ctfully requested in view 
of the following remarks^ 

Specification 

Wl^ aever e2£p^ssly kidic^alfld, the OfCke Actkxaapfkears to to Ap p l k a w t's 
specification regarding a "Brief Summary of Invention." (8/8/05 Final Office Action pg. 10). 
Howev^, as AO deficiendeshave been noted in thi&jegard and since there isno rpquireroeBt that 
an application even include a Brief Summary of Invention, Applicant req>ectfully believes no 
proper basis for objection has been set forth and requests reconsideration« Applicant notes that 
the application contents cited in the Office Action, specifies a *Tield of Invention" as well as 
^fipc/^inpttrtn ty^ihp^ Hfi'lat^A Alt'* yd tham is aa laoiiixfimemt these jaectians be ptesent m any 
application. Should the Examiner disagree, Applicant respectfully requests some citation of any 
regulatory requirement ia this regard. 

Drawings 

Figure 2 is again objected to as showing filter element 57 incorrectly. While Applicant 
believes its previous arguments in this respect are correct* Applicant will submit a second 
proposed drawing correction at a time when allowable subject matter is indicated. 
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RESPONSE under 37 § LI 16 
U.S. Appln, No, 09/750,386 

CLAIM REJECTIONS. 

3g U.S.C. 8 112 fFtrrt PariiitniPh> 

Ctaims 7-»9 and 16 are finally rejected imderHie first paiagraph of 35 U.S.C. § 1 12 as 
being non-enabling. The Office Action alleges is not clear how the AID converter + the ASK 
nH Kh ilatnr U ff^K^ ¥^ ^ RP^ .tttfuitt l aAw xuT hftw jthfi iiaciUAtor signal is implmmntftd in ihe 
modulator. Applicant respectfully submits that the present rejection is improper since the 
Examinfirlias nol medt the l»irden of ^udng v^y Ap^icant's ^^presun^vely accucale 
disclosure'^ would not enable one of ordinary skill in the art to make or use the invention recited 
in claims 7-9 and 16 without undue experimentation. 

Because the claims 7-9 and 1 6 are rejected, Applicant respectfully submits that it is 
lo ^iMnh^ thf Efl[ftTTH°^ to show Ihese clfdms. whiA do i^ecite^&o: bit" A^ 
converter or the BPSK modulator referenced by the Examiner, arc non-enabled. Since the 
liimtationsin question ai« notjpecitedin the rejected claims^ the iie|ectian does iK>t ^apear to have 
any actual bearing on these claims. Further, since the Office Action has not provided any 
reasoning or evidence why the skilled ardsan would not be able to make or use the invention 
claimed prima facie non-enablement has not been established. See, e.g.. In re Wright, 999 F.2d 
15J7(Fed.Cir.l99a), 

Notwithstanding, Applicant submits the skilled artisan readily recognizes that if the 
ou4>ut of A/D converter 75 is a single tut, the modulator .90 can he a sim|ile hinary {diase shift 
key (BPSK) modulator That is, more complex modulation is not needed as binary phase 
mitMkfhrti^n cw) W \\^^ mh«i» aach syml^ I'qwftftftnifl A single hit with a ISO^feansiiioa between 
every bit. With respect to the oscillator 65 coupled to the signal genemtor 90, the signal 
generator may use the ou^uit of psdllator 65 to create feedback signal 53 v^^icb is either in 
phase with oscillator 65 or 180* out of phase with the ou^ut of oscillator 65 (hence, BPSK 
modulation). Applicant resgiectftiUy submits this is readily qapa r en t from the instant 
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RESPONSE under 37 CRR. § LU6 
U.S. Appln. No. 09/750,386 

specification from pg. 9, U- 16 to pg* 10, 11. 4, but i^)on request. Applicant can refer to several 
texts discussing digital modulation .techniques. Based on the foregoing, rcconsidgratinn and 
withdrawal of this rejection are respectfully requested. 

35UJS.C.61Q2 

aaims 1-3, 10-12, 14, 17-21. 23 and 25-27 are finally rqected under 35 U.S.C. § 102(b) 
as being anticipated by U.S. 5,392,042 to Pellon. Applicant respectfully traverses this rejection 
for the following reasons. 

Hie Office Action aitegcs Fcikm discloses all ^ihe lifnttation$ of Appltcant'-s daints; 
Applicant continues to disagree. The OfSce Action cites Fig. 2a and corresponding textual 
passages as teaching the nu^ority of Applicant's claim limitations and ^bsequently jumps to 
column 1 1. lines 16-18, col- 20, 11. 26-40 and coh 21 II 40-51 as disclosing certain of Applicant's 
olher iimitgtinttft; namely suhlractii^ a feedhar.k signal Aoaasi an IF signal 

Applicant respectfully points out that Figs. 1-6 of Pellon, and corresponding text, are 
entkdy decticated to de scr^b^^^g the status of the prior art sigma*deUa A/D conveners whereas 
Figs. 7- 1 0 and the corresponding descriptions of coL 1 1 , 20 and 20 describe the Pellon invention 
Which allegedly in^woves over the previously described prior art In essence, the Office Action 
appears to be selectively choosing passages ftom Pellon without regard to which embodiments or 
j%Anr art A*Qgyiprinna m PelkMa lo which ihey pgrtffluoL AgpUcant jf«piy.tfiiUy sabmits that it is 
improper to take the disclosure of prior art out of the context in which it is disclosed and in no 
event does not cstahM^ prima fade anticipation. 

The fact remains that neither Pellon nor any prior art of record discloses or sugg^s a 
portable communication device comprising an amdog-to-digital converter to provide a digital 
output signal; a signal generator coupled to the digital output signal to generate a feedback 
signals* wherein ihe portabde communication device is adapted to subtract the feedback signal 
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RESPONSE under 37 C.RR. § 1.1 16 
U.S. Appln. No. 09/750,386 

from an intermediate frequency (IF) signal, as recited in Applicant's independent claim 1 or 
similar limitations present in independent ctaims 11, 19 and 25. 

As previously pointed out, prior art delta-sigma loops, such as those cited in regard to 
PeUoa's fgior -art dcscriptii^s in Figa. 1-4, pfocess^ ateeady xiomi convoited I or Q signal and 
thus there is no subtracting of the feedback signal from an intermediate frequency (IF) signal. 
The mention <if potential direct IF signal proces&ing by Pelloniniegard to subsequent but 
distinctly different embodiments does not change this fact* 

For the foregomg reasons, Pellon caimot anticipate claims 1, U, 19 or 25 or the claims 
which depend there from and reconsideration and withdrawal of this rejection is respectfully 
requested. 

Claims 4-7, 9, 13. 1 5-1^, 22 and 24 aie fferily wfected ^mder 35 U.S.C. § 103(a> as being 
unpatentable over Pellon in view of the cited 1988 publication by Sklar and/or in fijrther view of 
6^77,674 to Ko. Applicant res^sectfiilly traverses these r^eciions for the following reasons. 

The Office Action relies on Pellon to disclose the features of the rejected claims as 
qsplied .above and admits Pellon does not ^cify the signal generator to be a modulator, an 
amplitude shift key modulator, or a multiplier adapted to multiply a local oscillator and a 
received .signal M recited in . A^licant^s claims. 

The Office Action instead relies on Sklar and Ko to make up fbr these notable 
ifefii^ icnd cs ftllegins the rjunhinationft wcmld be oJaviQiia for varicais laeascms that the Sklar 
modulator is analogous to the switching device described in Pellon; and/or to implement the 
multiplier and oscillator in Ko to further down convert). Applicant res^ctfully disagrees and 
submits that prima facie obviousness has not been established since (i) there is no proper 
ra^ vjition £>r cQmb ip»n g the re£eeences as suggested; and (ii) e:ven awftiming it would be peoper 
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RESPONSE under 37 C.F.R. §1.116 
U.S. Appln. No. 09/750,386 

to combine the prior art as suggested, all the limitations present in Applicant's claims would not 
be taught or suggested 

(i) NO MOTIVATION TO COMBINE REFERENCES 

Rjespectfully, it appears that the motivating factor for selectively picking and choosing 
elements from the cited references and combining them in piecemeal fashion is based on the 
improper hindsight of Applicant's invention as opposed to any teaching or suggestion in the 
references thenxsclves- 

Obviousness can only be established by combining or modifying the teachings of the 
prior art to produce the clainied invention when there is some teaching* suggestion, or motivation 
to do so found either in the references themselves or in the knowledge generally available to one 
ofoEdiaaryskiU mthe art iar^ Jf:ol9a£^217F,^ Theme(Fe&ct 
that references can be combined or modified does not render the resultant combination 
obviousness unless the prior art also suggests the desirability of the combination, Jn r€ Mills^ 91 6 
F2d680 (Fed, Cir. 1990), 

In the instant case, Applicant is xmawate of any reason, the skilled artisan would replace 
the switches disclosed in Pellon with a modulator. On pg. 9, of the 8/8/2005 Final Office Action, 
the Examiner rebuts Applicant's point by alleging tbiat ^'Sklar teaches implementing an ASK 
modulator as a switching device and this is analogous to the switching device described by 
PeUon, thus satisfying the limitations of the claim." Regardless, the Office Action has still failed 
to give my reason vfbyow of ordinary skill in the art would bother replacing a switch in Pellon 
with an ASK modulator of Sklar and thus there is not even any attempt to provide any 
mcAiyaiion v^y one oc ordinMy skillaibeartwo^ combine the jefeeerKaes as ffligge^^ 
Office Action. 
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RESPONSE under 37 C,F.R- § 1.116 
U.S. Appln. No. 09/750,386 

Applicant respectfiilly submits that the discreet insertion of oscillators and/or multipliers 
within the citcuit of Pellon ^i^eors solely for the pu^oses of rendering the instant r^ection bs 
opposed to any logical rationale by the skilled artisan or suggestion to do so by Sklar or Ko. 

Applicant tj^gytf^tlttll y g u^ttR that thy rpusAO thftiag glementa are mi^fting fr£^ PftUnn entiggly is 

that the down conversion of signals is performed (if performed at all) Edar to reaching the 
Sigma-Delta ADC disclosed in Figs. 1-6 of Pellon. Accordingly, there is no need for these 
elements in the Pellon system and thus weighs against the combination suggested in the Office 
ActioA. 

(il) AT J. T.TMIATQNS ARE NOT DISCLOSED 

By virtue of Pellon not teaching or suggestmg a device adapted to subtract the feedback 
signal firom an If ^ j efi^ discussed above, even when combining the prior art referetices as 
suggested in the Office Action, Applicant's recited limitations arc not taught or suggested. 

For all tfee fefegomg reasons, Aj^tcant ^abmtts iht §103 fgectrarns of rccotd »e 
improper and respectfully requests reconsideration and withdrawal of these rejections. 
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RESPONSE under 37 C J.R- § 1.116 
U.S. AppIiL No. 09/750^86 



CONCLUSION. 



In Tiew ofllte above, leconsidenttion and alluwimc? ofthis application is now believed to 
be in order, and such actions are hereby solicited. If any points remain in issue vMch the 
Pvpmt^ faela may ha hest resnlved thm »e h a p eiwiml or telft phnnft iBtendew, t)^ FfXan>infiy is 
kindly requested to contact the undersipied at the telephone number listed below. Applicant 
hereby petitions for any extension of time which may be required to the pendency of 

this case, and any required fee or deficiency thereof except for the Issue Fee, is to be charged to 



c/o 

Blakely, Sokoloff, Taylor &. Zafinan, LLP 
1 2400 Wiisiwe Blvd., SevenOt Floor 
Los Angeles, CA. 90025-1026 
(503)264-0967 

Date: November 8, 2005 



Respectfully submitted, 




Stuart A. Whittington 
Registration No. 45,215 
Intel Corporation 
(480) 554-2895 
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